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In reply to the October 15, 2004 Restriction and Election of Species Requirement, 
Applicants provisionally elect Group U, claims l-2(part), 3(part), 8(part), and 9-12 and 
23(part), drawn to a composition comprising a chemical moiety wherein R'X is a payload that 
is a therapeutic agent, with traverse . 

I. The Restriction Requirement Should Be Withdrawn 

The claims of at least Groups VI, X and XIV should be rejoined to, and examined 
with, the claims of Group H. All of the claims of Groups VI, X and XIV are directed to 
polymers comprising a composition as claimed in the claims of Group II. That is, the claims 
of Groups VI, X and XIV are directed to polymers comprising a composition comprising a 
chemical moiety wherein R'X is a payload that is a therapeutic agent. Accordingly, a search 
for the composition claimed in Group U would necessarily encompass polymers containing 



Sir: 



Application No. 10/024,143 

such a composition, as claimed in Groups VI, X and XIV. According, the claims of Groups 
II, VI, X and XIV should be rejoined and examined together. 

Furthermore, method claims 69-108, 109-148, and 149-151 include all of the 
limitations of claim 1 of elected Group n. MPEP §821.04 states that if the elected invention 
is directed to the product, and the claims to the product are subsequently found patentable, 
process claims that include all the limitations of the allowable product claims will be 
rejoined . Because method claims 69-151 include all of the limitations of elected product 
claim 1, method claim 69-151 must be rejoined and examined upon allowance of claim 1. 

It is also respectfully submitted that the subject matter of all claims 1-151 is 
sufficiently related that a thorough search for the subject matter of any one Group of claims 
and species would encompass a search for the subject matter of the remaining claims and 
species. Thus, it is respectfully submitted that the search and examination of the entire 
application could be made without serious burden. See MPEP §803 in which it is stated that 
"if the search and examination of an entire application can be made without serious burden, 
the examiner must examine it on the merits, even though it includes claims to independent or 
distinct inventions" (emphasis added). It is respectfully submitted that this policy should 
apply in the present application in order to avoid unnecessary delay and expense to 
Applicants and duplicative examination by the Patent Office. 
II. The Election Of Species Requirement Should Be Withdrawn 

In addition, Applicants provisionally elect the species of a therapeutic agent with 
traverse . At least claims 1, 2, 49, 69, 109 and 149 are generic to the elected species. 
Furthermore, at least claims 2, 3, 8, 9, 23, 25-29, 32, 33, 47, 48, 50, 53, 54, 68, 70-84, 88-94, 
110-124, 128-134, 150 and 151 read on the elected species. 

Applicants traverse the election of species requirement on the ground that the generic 
claims are not so broad as to place an undue burden on the Patent Office to search and examine 
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the full scope of the claims. Rather, Applicants respectfully assert that search and examination 
of the entire application could be conducted without undue burden on the Examiner, thus 
avoiding delay and expense to Applicants. 

Applicants further understand, however, that upon search, examination and allowance of 
the elected species, search and examination will continue as to the non-elected species within 
the scope of the generic claims. 

Thus, withdrawal of the Restriction and Election of Species Requirement is 
respectfully requested. 
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